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1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 47-55 and 63 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In regard to the phrase, "wherein a saturation level of each optical amplifier is 
either substantially the same, or different, depending on the output power of each 
optical pump", it is unclear what the applicant is claiming. If the saturation level can be 
"different or the same", it would appear that anything would read on this. The only two 
choices are that they can be "different" or "the same". It is not clear what the applicant 
is claiming. In regard to claims 55 and 63, it is unclear what the applicant means by 
prevents lasing in an optical communication system. It would appear that there is 
"lasing" in the system by either the amplifiers or the pumps. 

3. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467. 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438. 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101 ) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
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scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35U.S.C. 101. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. CIr. 1993); In re Longi, 769 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington. 
41 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .1 30(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 47-66 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 2-5, 9, 34 and 36 of U.S. 
Patent No. 6735394. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the patent teaches each wavelength 
applied to amplifiers (lines 3-6 of claim 2), and selectively coupling the pumps to the 
amplifiers (lines 8-1 1 of daim 2) and that the amplifiers operate In a saturation mode 
(lines 12-13 of claim 2). Although he does not spicy that the output power of a plurality 
of pumps is coupled to the amplifiers through the coupler, it appears obvious that this is 
the case since the pumps are coupled to "at least one" of the amplifiers. Claim 48 
corresponds to claim 3 of the patent. Claim 50 corresponds to claim 5 of the patent. 
Claim 55 corresponds to claim 5 of the patent. In regard to claim 49, see claim 9 of the 
patent. In regard to claim 55, see claim 36 of the patent. In regard to claim 65, see 
claims 22 and 34 of the patent. In regard to the phrase, "wherein a saturation level of 
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each optical amplifier is either substantially the same, or different, depending on the 
output power of each optical pump", it is unclear what the applicant is claiming. If the 
saturation level can be "different or the same", it would appear that anything would read 
on this. The only two choices are that they can be different or the same. In regard to 
claims 59 and 64, it would appear that the benefit of operating in the saturation mode 
would increase the number of hops than when not operating in saturation mode since 
the signals are improved. 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 47, 49, 51 , 54-61 and 63-64 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cowie et al (US006339495) in view of Giles (US005241414). 
Cowie et al teach amplifying power level of plural channels through corresponding 
amplifiers (figure 2, 10) and controlling the power of each amplifier so that each 
amplifier operates in saturation mode. Giles teaches controlling the amplifiers with 
plural pump lasers through an MXN star coupler. Although Cowie does not teach 
specifics about his plural pump means and how they are coupled to the amplifiers, Giles 
teaches an MXN star coupler similar to the applicant's "selective" MXN star means. It 
would have been obvious to use plural pump means with the MXN star of Giles to 
couple to plural amplifiers of Cowie in order to improve the reliability of the pump means 
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as taught by Giles et al. In regard to claim 54, see column 4, lines 60-65 in which he 
teaches that it is well known to use a cold spare would something happen to the pumps. 
In regard to claim 55, it would have been obvious to prevent a channel from exceeding 
a power in order so that it is not destructive to other signals. In regard to claims 59 and 
64, it would appear that the benefit of operating in the saturation mode would increase 
the number of hops since the signals are improved. 

7. Claim 65 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cowles 
in view of Giles as applied to claim 60 above, and further in view of Arnold (6515777). 
Although Cowles does not teach specifics about his node, Arnold teaches an amplifier 
with plural wavelengths he teaches that it is well known to connect it to an ADM and 
OXC. It would have been obvious to connect the amplifier of Cowles through to and 
ADM and OXC as taught by Arnold in order to amplify and connect the signals to other 
nodes. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leslie Pascal whose telephone number is 571-272- 
3032. The examiner can normally be reached on Monday, Friday 6:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Chan can be reached on 571-272-3022. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). ii 
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